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DETAILED ACTION 

1 . All outstanding rejections, except for those maintained below are withdrawn in 
light of the amendment filed on 7/29/2008. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

The new grounds of rejection set forth below are necessitated by applicant's 
amendment filed on 7/292008. In particular. Claim 1 has been amended to further 
define the "high filler content" to be "of 15% to 500% by weight of the resin." Thus, the 
following action is properly made FINAL. 

Claim Objections 

2. Claims 1 and 4 are objected to because of the following informalities: The 
claims recite "a filler having a high filler content." This is meaningless and appears to 
be an error in revision of the claims. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. Claims 1, 4, and 7-8 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Specifically, the specification teaches that 



Application/Control Number: 1 0/51 7,1 26 Page 3 

Art Unit: 1796 

highly filled resins can vary from about 15 to about 500% by weight of resin. Applicant 
claims exactly 15% to exactly 500% by weight. 



Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

5. Applicant's statement on page 10 of the amendment filed 7/29/08 regarding the 
provisional obviousness-type double patenting rejections is acknowledged. If the 
following double-patenting rejection is the only rejection remaining in this application 
and if there is a provisional obviousness-type double patenting rejection in the later-filed 
copending application, per USPTO practice, the examiner will withdraw the rejection. 

Claims 1 - 8 are provisionally rejected on the ground of nonstatutory 

obviousness-type double patenting as being unpatentable over claims 1-8 of copending 



Application No. 11/718,590. Although the conflicting claims are not identical, they are 
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not patentably distinct from each other because they teach substantially overlapping 
compositions. 

Claim 1 of the instant application requires a highly filled elastomeric 
composition having a filler content of 15% to 500% by weight and further 1 to 400% by 
weight of microsilica. Claim 1 and 6 of the copending application require an 
engineering plastic having 20 to 50% of glass fibre, consistent with the instant high filler 
content, and 5-60% of microsilica, which is within the compositional range of the instant 
application. In the specification of the copending application, applicant defines 
engineering plastic: 

Eingirst^nng pi&^c are thernic^lasiics mhm have meohanfeal. ch^irtfea! asid 
thi^rms! prap^nti^, maintsan cl:Smertsk);):s^i sta:Wy. and »re m^iuU% for 
corsdiBons under high mm^, hmi or rr^^stur^. They Include acetals, 

pofymee^ (LCP), ethyierts vlnylacetste sopcrfymef (EVA) and otim plasties 
used fof arsgsnfifirting purposes. 

Acrylonitrile-butadiene-styrene (ABS), which contains an elastomeric butadiene portion, 
and ethylene vinyl acetate copolymer (EVA), which approaches the softness and 
flexibility of elastomeric materials, are engineering plastics which have an elastomeric 
component. Furthermore, in the specification of the instant application, applicant 
clarifies the definition of the elastomeric compounds: 
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The eJsstomerto compounds scOOstSirsg to the tnvontfon ir>c!udes campouf>4$ 

rubb©!- {EPM and EPDM), styrt^ne-bidadsej^e rubber (SBR), acri'tonitnle- 
butadieoiv fubber (fviSR), j>olychlotx>p-r<ine nibb«F {PCP), spH&datity po^y*^'«fs 
tike ac*yl3ie asbbsr and e^sh^fene vinyl acetate copotymer and aiier^ sM 
blends themof and atso compounds based m btends of elastomers wtii 
themtopfasues, so-sotted them>o^:4sst?c elastomers, sod to a method for th® 
pPocfucSon of lhos« p«5iym«r cs^nposlons. 

The iami eiastcsner Indud^ mi only tr^i^^onal da^nra^c nraatertaJs tik« 
riai^ni fubba^ t^r spMo njbiber4{k«e! pd^er^ but also blends iiareof and 

Ethylene vinyl acetate (EVA) copolymer, which is taught in both specifications, as well 
as thermoplastic elastomers fall within applicant's definition. The copending claims are 
encompassed by the instant claims. Note MPEP 804: "Further, those portions of the 
specification which provide support for the patent claims may also be examined and 
considered when addressing the issue of whether a claim in the application defines an 
obvious variation of an invention claimed in the patent. In re Vogel, 422 F.2d 438, 441- 
42, 164 USPQ 619, 622 (CCPA 1970)." 

Claims 2 and 3 of the instant application require the microsilica in 5 to 300% 
and 10 to 150%, respectively. Claim 1 and 3 of the copending application teach 5 - 
60% and 8 - 50% of microsilica, which is within the range claimed by the instant 
application. 

Claim 4 of the instant application requires a method for production of a highly 
filled composition, with 15% to 500% of a filler, and 1 to 400% of microsilica. Claims 5 
and 7 of the copending application require a method for improving processability by 



Application/Control Number: 1 0/51 7,1 26 Page 6 

Art Unit: 1796 

adding 5-60% or 8-50% by weight of microsilica, respectively, to a composition 
containing 20 to 50% of glass fibre. 

Claim 5 and 6 of the instant application require the microsilica in 5 to 300% 
and 10 to 150%, respectively. Claims 5 and 7 require ranges which anticipate this 
range. 

Claim 7 of the instant application requires a method of using microsilica as a 
modifier to improve processability. Claim 5 of the copending application requires a 
method for improving processability by adding microsilica. 

Claim 8 of the instant application requires a method of increasing the limiting 
oxygen index (or improving flame retardance) using a combination of microsilica and 
adding aluminum trihydrate or magnesium hydroxide. Aluminum trihydrate and/or 
magnesium hydroxide function in the role of additional flame retardants. In the 
copending application, Claim 5 and 6 require using silica for improving flame 
retardancy, and Claim 8 requires the method of claim 5 further adding a flame 
retardant additive. This is generic to the aluminum trihydrate or magnesium hydroxide 
of the instant application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 
6. Claims 1-3 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Mitsuhashi et al. (JP 09012888 A) 
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In setting forth this rejection, in the absence of a full English-Language 
translation of JP 09012888 A, a machine translation has been relied upon. 

With respect to amended Claim 1, which now requires a highly filled elastomeric 
composition having a filler content of 15% to 500% by weight and 1 to 400% by weight 
of microsilica, MitsuhashI teaches a silicone rubber composition. Silicone rubber 
constitutes an elastomeric compound. This compound contains 50- 100 weight sections 
of mica, 10-50 weight sections of crystallite, 1 - 80 weight sections of aluminum 
hydroxide, and 6-80 weight sections of magnesium hydroxide. This constitutes from 
67 to 310 weight sections of filler. Additionally the composition contains 10-100 
weight sections of silica powder, (see par [0004]) which is mist silica (fumed silica), 
hydrophobic silica, wet process silica, and quartz powder which is less than 50 
micrometers, (see [0006]) Fumed silica is consistent with microsilica. Misuhashi 
teaches that an effect of the Invention Is easy workability, (see par [0016]) 

With respect to amended Claims 2-3, which require 5 to 300% and 10 to 150% 
by weight of microsilica, respectively, MitsuhashI teaches the composition contains 10 - 
100 weight sections of silica powder, (see par [0004]) 

Claim Rejections - 35 USC § 103 
7. Claims 4-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
MitsuhashI et al. 

The discussion with respect to MitsuhashI, above in paragraph 5, is 
incorporated here by reference. 
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With respect to amended Claim 4, Mitsuhaslii teaclies tliat tlie silicone rubber 
composition of the invention can be easily obtained by mixing the specified quantity of 
the components of the invention. It would be obvious to mix first the rubber and fillers, 
followed by the silica. Ex parte Rubin , 128 USPQ 440 (Bd. App. 1959) (Prior art 
reference disclosing a process of making a laminated sheet wherein a base sheet is first 
coated with a metallic film and thereafter impregnated with a thermosetting material was 
held to render prima facie obvious claims directed to a process of making a laminated 
sheet by reversing the order of the prior art process steps.). See also In re Burhans, 154 
F.2d 690, 69 USPQ 330 (CCPA 1946) (selection of any order of performing process 
steps is prima facie obvious in the absence of new or unexpected results); In re Gibson, 
39 F.2d 975, 5 USPQ 230 (CCPA 1930) (Selection of any order of mixing ingredients is 
prima facie obvious.). 

With respect to amended Claims 5-6, which require 5 to 300% and 10 to 150% 
by weight of microsilica, respectively, Mitsuhashi teaches the composition contains 10 - 
100 weight sections of silica powder, (see par [0004]) 

With respect to amended claim 7, now requiring a filler content of 15% to 500% 
and a step of adding 1 to 400% of microsilica to the composition, Mitsuhashi discloses 
silica, and further indicates that one effect of the invention is easy workability, (see par 
[0016]) With respect to the order in which silica is added, see the discussion above with 
reference to Claim 4. The presence of the microsilica would improve the processability 
in an elastomeric or rubber composition, inherently. Mitsuhashi utilizes the step of 
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adding microsilica and obtains a result wliicli is ease of worl<ability. This meets the 
limitations of applicant's claim. 

With respect to amended Claim 8, now requiring a filler content of 15% to 500% 
and a step of adding 1 to 400% of microsilica to the composition, in addition to the silica, 
Mitsuhashi discloses aluminum hydroxide and magnesium hydroxide. With respect to 
the order in which the fillers are added, see the discussion above with reference to 
Claim 4. Aluminum hydroxide and aluminum trihydrate are both names for the same 
chemical structure, AI(0H)3. Mitsuhashi describes in detail the effect of these 
hydroxides, which are to discharge water at high temperatures, (see par [0007]) This 
creates a barrier and increases the limiting oxygen index of the material, which is 
measured in the exemplified compounds (see par [0017]) and appears to be improved 
at a filler level of a total of 50 parts by weight of aluminum and magnesium for the 
inventive examples. (See Table 1 , 4"^ line from bottom) A second disclosed effect of 
the invention is fire resistance/fire retardancy. Mitsuhashi combines silica, aluminum 
hydroxide, and magnesium hydroxide and obtains a composition with improved flame 
retardance and limiting oxygen index. 

Response to Arguments 

8. Applicant's arguments filed 7/29/08 have been fully considered. Specifically, 
applicant argues (A) the amended claim are patentably distinguishable over the cited 
application 1 1/718590, and should be held in abeyance until the case is ready for 
allowance, (B) Columbian Carbon Company does not relate to a resin with an already 
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high filler content, and that this art additionally teaches an acidic colloidal silica which is 
different from the substantially spherical microsilica of the invention, in addition to 
having a much smaller particle size (applicant teaches a specific surface area of 15-40 
m^/g in the specification, and Columbian teaches 100 m^/g) (C) Danielssen does not 
teach highly loaded elastomeric compositions with the purpose of the silica being to 
improve processability, but rather teaches a thermoplastic resin composition which has 
high stiffness and impact strength and therefore presents a different technical problem, 
and does not contain a high filler content, because the basic material is not filler at all, 
(D) Underwood does not provide teachings which anticipate applicant's claims because 
vulcanized rubbers are placed outside the class of thermoplastic materials, and 
furthermore does not provide examples containing high filler content in addition to 
microsilica, and (E) Wypych does not remedy the deficiencies of Underwood with 
respect to high filler loading. 

With respect to argument (A) applicant's arguments have been considered and 
are not persuasive. The reasons thereof are set forth in the obviousness type double 
patenting rejection, above in paragraph 4. The grounds of the double patenting 
rejection have been changed to provisional non-statutory obviousness-type double 
patenting, and claim 7 is now included. 

With respect to argument (B), (C), (D), and (E), applicant's remarks have been 
considered. The rejections are withdrawn in liglit of applicant's amendments. 
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Conclusion 

9. Applicant's amendment necessitated tine new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Forry et al. (US 5,276,082), which teaches an elastomeric composition and 
Indicates that alumina trihydrate or fumed silica can be used to modify processing 
characteristics and to provide additional flame resistance, (col 8 line 40-43) 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action Is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Darcy D. LaClair whose telephone number is (571)270- 
5462. The examiner can normally be reached on Monday-Thursday 7:30-5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Darcy D. LaClair 
Examiner 
Art Unit 1796 

/DDL/ 

/Vasu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



